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Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)X Responsive to communication(s) filed on 06 March 2002.
2a)[] This action is FINAL. 2b)[X] This action is non-final.
3)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 0.G. 213.

Disposition of Claims

4)X] Claim(s) 1-18 is/are pending in the application.
4a) Of the above claim(s) _____is/are withdrawn from consideration.
5] Claim(s) is/are allowed.
6)XI Claim(s) 1-18 is/are rejected.
7)[] Claim(s) - is/are objected to.
-8)[] Claim(s)__ are subject to restriction and/or election requirement.

Application Papers

9)[] The specification is objected to by the Examiner.
10)[X] The drawing(s) filed on 06 March 2002 is/are: a)[X] accepted or b)[_] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
11)[_] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)X] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)X Al b)[ ] Some * ¢)[] None of:
1.X Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No.
3.[] Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s) .

1) Notice of References Cited (PTO-892) 4) L__] Interview Summary (PTO-413)

2) [[] Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. _ .

3) X Information Disclosure Statement(s) (PTO/SB/08) 5) [J Notice of Informal Patent Application
Paper No(s)/Mail Date 11/04/2005. : 6) [] Other:

" U.S. Patent and Trademark Office

PTOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 20070214
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DETAILED ACTION

Claim Objections
1 Claims 17 and 18 are objected to under 37 CFR 1.75(c), as being of improper
dependent form for failing to further limit the subject matter of a previous claims.
Applicant is required to cancel the claims, or amend the claims to place the claims in
proper dependent form, or rewrite the claims in independent form. In this case claims 17
and 18 read as independent claims in order to be written in proper independent form,

applicant needs to add the limitations of claim 1.

Claim Rejections - 35 USC § 112

2. The following is a quotation of the second paragraph of 35 U.S.C. 112:

The specification shall conclude with one or more claims particularly pointing out and distinctly
claiming the subject matter, which the applicant regards as his invention.

3. Claims 1-14 are rejected under 35 U.S.C. 112, }second paragraph, as beihg
indefinite for failing to particularly point out and distinctly claim the subject matter which
applicant regards as the invention. |

In claim 1, the recitations, “to optimize an objective function consisted of earning
rate of all of a plurality of financial products and risk influencing for earning”,
“individual floating facfor as unique factor of each individual financial product ihﬂuencing
for earning”, and “common floating factor as factor influencing for earning of overall
financial products” renders the claim indefinite since individual and common floating

factors are taken from arbitrary numbers and calculated through Matrix (Plural Matrices)
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a rectangular table consisting of abstract quantities and there is no new technical
features involved it.

In claims 2-13, the recitation elements of coefficient matrix, partial matrix and
diagonal ma>trix, render the claims indefinite since all are the results of calculations of
arbitrary numbers and formulas. Claim 14 depends from any of claims 1-3, and

therefore is rejected for the same deficiency.

Claim Rejections - 35 USC § 101

4.  35U.S.C. 101 reads as follows:

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the
conditions and requirements of this title. '

5. Claim 17 is rejected under 35 U.S.C. 101 because the claimed invention is

directed to non-statutory subject matter.

The system contains software (data) structures not claimed as embodied in
computer-readable media and therefore are descriptive material per se and are not
statutory because they are not capable of causing function change in a computer. See

In re Warmerdam, 33 F.3d at 1361, and 31 USPQ2d at 1760.

Claim Rejections - 35 USC § 102
6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(e) the invention was described in (1) an application for patent, published under section 122(b), by
another filed in the United States before the invention by the applicant for patent or (2) a patent
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granted on an application for patent by another filed in the United States before the invention by the
applicant for patent, except that an international application filed under the treaty defined in section
351(a) shall have the effects for purposes of this subsection of an application filed in the United States
only if the international application designated the United States and was published under Article 21(2)
of such treaty in the English language. )

7. Claims 1-15, 17 and 18, as best understood are rejected fewer than 35
U.S.C. 102(e) as being anticipated by Horrigan (US 6,493,682 B1).

As per claim 1, Horrigan et al discloses an optimal portfolio determining method
for determining amounts of respective financial products among a plurality of ﬂnancial‘
products so as to optimize an objective function consisted of earning .rate of all of a
‘plurality of financial products and risk influencing for earning, comprising:

input step of inputting constraint parameters forming constraint condition for
optimizing objective function consisted of an expected value of the earning rate of each
individual financial product, individual floating factor as unique factor of each individual
financial product influencing for earning, common floating factor as factor of influencing
for earning of overall financial products, and risk influencing for earning rate and earning
of overall financial product (see [Column 3, Iinés 25-45] via optimizing the objective
function by limit order decision given by individual beliefs about expected security
returns and variance, risk aversion and portfolio investment goals and also commonly
used mean variance analysis taking overall risk into account).

solving step of determining financial product to purchase and purchasing amount
for maximizing said objective function on the basis of input data (see [column 4, lines
31-45] via enabling the investor to quantify the adverse selection problem)

As per claims 2 - 4, Horrigan et al discloses preliminary process step of

processing of dividing a coefficient matrix appearing in said objective function into
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partial matrix relating to individual floating factor of each individual financial product, and
a partial matrix relating to the common floating factor, upon determining the financial
product to purchase and purchasing amount with matrix elements and diagonal
| components, (see [Column 5, line 1-45 and column 11, line 5-50] via placing limit order
with discount from the current offer price and having analytical éolution of N securities
with optimum discount from N x N diagonal matrices with expected asset returns on
various factors like each securities filled or partially filled).

As per claims 5, 9, and 13, Horrigan et al discloses preliminary process step of
processing of dividing a matrix consisted of said constraint parameters into a partial
matrix relating to said financial products and said common floating factor, a partial
" matrix relating to said common floating factor, a partial matrix relating to said financial
product and purchasing amount thereof (col. 3, line 45-60) and a partial matrix relating
to purchasing amount of each group of each grdup in the case where said financial
products are grouped into a pIuraIity'é)f groups ( see [Column 13, line 10-67] via another
embodiment to determine the optimum discount I' from the principal price of N
securities to maximize the expected utility for investors through plurality products of
groups like IBM,GE, RHAT and matrix formalism as before).

As per claims 6 and 10, Horrigan et al discloses partial matrix relating to said
financial product and said common floating factor is a matrix taking a product of said
financial product and said common ﬂbating factor as dimension (see [col.12, lines 20- °
60] via N securities of the matrix NxN having with discount factors, N is called it

dimension).



Application/Control Number: 10/091,033 Page 6
Art Unit: 3609

As per claims 7 and 11, Horrigan et al discloses partial matrix relating to said
common floating factor is a diagoﬁal matrix having element in a portion of diagonal
component corresponding to number of said common floating factor (see [col.11, lines
20-35] via NxN diagonal matrix and diagonal elements for discounts and factors)

As per claims 8 and 12, Horrigan et al discloses partial matrix relating to
constraint for purchasing amount of said financial broduct is a diagonal matrix having
element in a portion of diagonal component corresponding to number of said common
floating factors (see [Col.12, lines 1-60] via risky assets associate with risky returns
through matrix and other elements and discount factors).

As per claim 14, Horrigan et al discloses display step outputting the risk
indicative of variation of éarning and earhing rate consisting said objective function, (see
[Column 4, line 35-45] via -in\)estor to quantify the adverse selection problem associated
with uncertain order execution and a computer readable medium having stored thereon
instructions for causing a central processing unit to execute with a data structures
comprised of the data input and/ or outputs required for the invention).

As per claim 15, Horrigan et al discloseé, a computer unit having storage device
fpr storing the elements as mentioned in Claim 1, 5 and 14 above (see 'column 4, lines
40-45).

As per claims 17 and 18, Horrigan et al further discloses all the elements of
claims above embodied in a storage medium storing a program readable by a cbmputer

(see Col.4, lines 40-45)
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Claim Rejections - 35 USC § 103

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

9. Claim 16, is.rejected under 35 U.S.C. 103(a) as being unpatentable over
. Horrigan et al in view of Rhee (US 2002/0138383 A1).

As per claim 16, Horrigan et al discloses all the elements of the claimed
invention, but fails to explicitly disclose a server computer including respective storage
devices and a plurglity of client computers receiving informa'tion by said server
computer for displaying that are connected through a network.

Rhee in the same field of financial planning and portfolio management discloses
a server computer including respective storage devices and a plurality of client
computers receiving information by said server computer for displaying that are
connected through a netWork (see [0021-24] via Intra or Intra-net computer network
system for computer server and client computers).

Therefore, from the teaching of Rhee it would have been obvious to one of

ordinary skill in the art at the time the invention was made to modify the optimal order
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choice, evaluating uncertain discounted trading alternatives of Horrigan et al to include
the computer network of two or more computers connecting together using a
telecommunication system as taught by Rhee to facilitate communicating and sharing

resources between server and client computers.

Conclusion
10. The prior art made of .reCOrd and not relied upon is considered pertinent to
applicant's disclosure.
Peters et al (2003/0088489 A1) discloses about the earning optimization by
advisory software.
Michaud et al (6,003,018) discloses about portfolio optimization through his

resampled efficient frontiers.

11.  Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Mohamed H. Ali whose telephone number is 571-270—
3021. The examiner can normally be 'rea'ched on 7-30 to 5.00.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Lynda Jasmin can be reached on 571-270-3033. The fax phone nurﬁber for
the organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) syétem. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.
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Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

Mohamed H Ali

Examiner

Art Unit 3609
MA

SUPEHVI ORY PATENT EXAMINER
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